


Most of our faults are more pardonable than the means we use to conceal them.
—Francois de La Rochefoucould

T h e  concepts of indefiniteness and functional language
have been entangled for a very long time. Indeed, it was
this complicated interplay that lead to the eventual statu-

tory inclusion of a "means-plus-function" section in the 1952
Patent Act.' But, long before the middle of the twentieth cen-
tury, the American patent system had grappled with issues
related to functional claiming and balancing those issues
against the public need to know the extent of a patent's reach.
It is not known when the first modern means-plus-function
claim was patented, but it is generally known that this claim
format was commonly used in the nineteenth century.

What's the Story behind 35 U.S.C. § 1 12(0?
One of the starting points for understanding American means-
plus-function claim jurisprudence is an 1840 decision from the
hand of Justice Joseph Story while sitting with the circuit court
in Massachusetts. The case, 115)eth v. Stone,' involved a patent
for an ice-cutting machine. Unfortunately, the patent docu-
ment itself' was destroyed in the patent office fire of 1836 and
was never recovered, but Justice Story's decision described a
situation involving a broad claim of a machine for cutting ice,
by means of an apparatus "worked by any other power than
human." The opinion found the claim to be one for an "abstract
principle," resulting in a fatal defect.4 It is perhaps comforting
to know that we today struggle with these same eternal themes,
where giants such as Story once tread. Or perhaps it's depressing
to think that we've not moved passed them since the corner-
stones of American jurisprudence were laid.

Justice Story discussed the inherent balance between the
scope of the patent with its functional language, and the
requirements of the specification:

The question here necessarily arises, for what is the patent
granted? Is it for the combination of the two machines described
in the specification (the cutter and the saw) to cut ice? Or for the
two machines separately? Or for the two machines, as well sepa-
rately, as in combination? Or for any mode whatsoever of cutting
ice by means of an apparatus, worked by power, not human, in
the abstract, whatever it may be? If it be the latter, it is plain, that
the patent is void, as it is for an abstract principle, and broader
than the invention, which is only cutting ice by one particu-
lar mode, or by a particular apparatus or machinery. In order to
ascertain the true construction of the specification in this respect,
we must look to the summing up of the invention, and the claim
therefor, asserted in the specification: for it is the duty of the pat-
entee to sum up his invention in clear and determinate terms: and
his summing up is conclusive upon his right and title.'
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It's easy to see the main requirements of the first two
sections of the modem 35 U.S.C. § 112 in Justice Story's
writing, namely that the full scope of the covered invention
must be enabled, and that the metes and bounds of the claims
have to be clearly described.

The fact that means-plus-function claims were common-
place throughout the nineteenth and early twentieth centuries
does not mean the road was always smooth. Fast-forward to
the 1870 Patent Act, which for the first time required appli-
cants to clearly delimit the exact nature of their inventions by
listing claims that would be recognizable to a modern reader.
Further, although the 1870 act did separately require that the
specification be enabling and definite,6 Supreme Court deci-
sions did not always recognize these as distinct issues, at least
when "functionality" was implicated.' Still, functional claim-
ing and specifically means-plus-function claiming' during
this era was, as explained by Judge Helen Nies, motivated by
a desire to create broad literal claim scope.'

Toward the end of the 1870 Patent Act's reign. the Supreme
Court decided the Halliburton case,'" which brought with it the
threat of extinction for functional claim language altogether. The
decision appears to have been based primarily on the concern
that the use of functional language at the point of novelty could
lead to sweeping claim scope that would preempt improvements
and artificially extend patent terms." The specificationi''. was an
improvement to prior-art depth finders for oil wells, which are
constructed from a string of tubing sections. By adding an acous-
tic resonator to known pressure-echo depth finders, reflected
waves from the couplings between tubing sections were enhanced,
enabling their detection by deflection of a diaphragm located in
a receiver. Acoustic resonators were known at the time, but the
combination was novel. The claim, however, was broader than the
disclosed acoustic resonator. reciting -means associated with said
[diaphragml for tuning said 'receiver] to the frequency of echoes
from the tubing collars of said tubing sections to clearly distin-
guish the echoes from said couplings from each other.'

The claim was asserted against Halliburton, which employed
not an acoustic resonator, but an electric filter." The broad asser-
tion of the claim alarmed the Court, which placed the blame
on the "broadness, ambiguity, and overhanging threat" of func-
tional claim language.15 The unfortunate collateral damage of the
Court's somewhat imprecise pronouncement was the legitimate
worry that after Halliburton, functional language, at least at the
point of novelty,'' was per se contrary to the Patent Act. Because
the patent at issue recited means, the implication was that means-
plus-function claims were included in the proscription.

Congress reacted to the Halliburton decision by adding a
third paragraph to 35 U.S.C. § 112 in the 1952 Patent Act." This
later became the sixth paragraph (herein referred to as § 112(6)).
Pre-America Invents Act (A1A) 112(6) and post-AIA § I 12(0
are identical and read as follows (emphasis added):

An element in a claim for a combination may be expressed as a
means or step for performing a specified function without the recital



of structure. material, or acts in support themof, and such claim shall
be convolted to cover the corresponding Stritatire, material, or acts
described in the specification and equivalents thereof

This section of the statute put to rest any argument about
means-plus-function's propriety, and even provided a rule of
construction to guide the courts interpreting means-plus-func-
tion claims. The means-plus-function claim thus arose like a
chrome-plated phoenix into the new dawn of the jet age.

When Are Means Means?
Jude Giles Rich's thoughtful analysis under the 1952 Patent
Act in In re Fuetterer' helps to frame the case law history of
so-called "functional language" by pointing out that the label
"functional' was not always consistently applied by the courts.
In fact. Judge Rich cited to sources showing that at least five sep-
arate contexts had been identified.'9 The facts of In re Fuetterer
involved a new formulation for tire treads, which Judge Rich
pointed out was a new combination of substances at the point of
novelty, and the desired result was preventing tires from skid-
ding on wet pavement. These facts distinguished Fuetterees
application from the case law cited by the U.S. Patent Office,
which addressed other types of functionality. The deciding fac-
tors for Fuetterer's application were that there was sufficient
description in the specification to support in nonfunctional terms
the functional claim elements, and the claims did not attempt to
impemfissibly claim all means to obtain the desired result. In
other words, the problem with functional language arises when
the function claimed is not supported by the disclosure in non-
functional terms, or when claims attempt to preempt a result.'"

As Judge Rich pointed out, the 1952 act restored the status and
interpretation of means-plus-function claims to the status quo ante
existing before Halliburtoe The judicial diversion of Halliburton
and its statutory correction placed means-plus-function claiming
on a steady path of acceptance that persisted until the 1990s. In a
study by Professor Dennis Crouch, at least one means-plus-func-
tion claim was present in about 45 percent of patents issued from
the late 1950s through the early 1990s, but their use has steadily
declined to less than 10 percent of patents in the early 20100

The reasons for the decline are complex, but can be under-
stood in terms of a shill in the cost-benefit calculation for
means-plus-function claims following several decisions in 1996.
Essentially, patent drafters came to see that using a generic noun
in place of a means-plus-function recitation would avoid claim
construction risks. By the mid-I990s, it was becoming clear that
the courts were more aggressively policing the meaning of claim
terms rather than leaving the issue to a jury. Court construc-
tion of claims as a matter of law was rendered compulsory by
the Supreme Court in Markman v Westview Instruments, Inc.'
A trio of Federal Circuit cases addressing means-plus-function
claims construction also appeared in 1996 that rendered these
claims decidedly less attractive.

Greenberg: "Means" Means Means,
and No "Means" Means No Means
In Greenberg v.Ethicon Endo-Surgery. Ine..24 the Federal Cir-
cult confronted claim language in a patent directed to a surgical
instrument. In part, the claims required "a radially enlarged

wheel on said sleeve and said wheel and said one handle hav-
ing a cooperating detent mechanism defining the conjoint
rotation of said shafts in predetermined intervals."' The court
here was presented with the question of whether 35 U.S.C.
§ 112(6) applied at all. Ordinarily this was not a difficult one
because claims would use the term "means" in the claim ele-
ment to invoke § I I  2(6).26 In Greenberg, the drafter did not use
the term "means for." Nevertheless, the district court found that
the claimed "detent" was equivalent to a conventional means-
plus-function formulation and it was accorded the same legal
effect—namely, the claim element was construed to mean the
structure disclosed in the specification and equivalents thereof.

The Federal Circuit reversed the district court, stating that the
fact that a particular mechanism is defined in functional terms is
not sufficient to trigger § 112(6). The court noted that the term in
question, "detent," was no different than many other generic terms
that take their names from the functions they perform, such as
"brake:" "clamp," or "screwdriver." Although these terms do not
call to mind single well-defined structures, what is important is
that they have a "reasonably well understood meaning in the art."
The court had to tap-dance around the fact that the applicant used
the term "detent means" a few times throughout the specification,
but the court stated that these were merely "a shorthand way of
referring to each of the key structural elements of the invention,"
described in more detail later in the specification.'

Greenbeig explicitly stated that the use of the term
"means" is not absolutely required to trigger § 112(6). but did
devote some effort attempting to figure out the intent of the
claim drafter. The court set forth a principle that "the use of
the term 'means' has come to be so closely associated with
'means-plus-function' claiming that it is fair to say that the
use of the term 'means' (particularly as used in the phrase
'means for') generally invokes section 112(6). and that the
use of a different formulation generally does not..." The court
relied on the general rule, reversing the district court.

In Greenbeig, the lack of "means" meant no means, but
the court established the presumption that "means" means
means, and no "means" means no means.

York:"Means" without
Function Doesn't Mean Means
Following Greenbeig closely came York Products, Inc. v Cen-
tral Tractor titan Family Center, concerning a claim using
the term "means" followed by a detailed recitation of stmc-
ture.''' Notwithstanding the principle of Greenberg, the court
stated that the "mere incantation of the word *means' in a clause
reciting predominantly structure cannot evoke section I 12. 91 6.
Conversely, 'It the recitation of some structure in a means-plus-
function element does not preclude the applicability of section
I I 1(6 T h e  court relied on the fact that, in the claim, the
N.vord "means" was not sufficiently connected to a recited func-
tion. so the Greenberg presumption had been rebutted.

In York. means didn't mean means.

Cole:"Means" plus Function
Doesn't Necessarily Mean Means
Shortly after York. the court decided Cole v. Kimberly-Clark
corp_31 concerning the claim limitation "perforation means
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for tearing" in a claim directed to disposable training
• pants typically used by young children. The court found
that, to invoke § I I  2(6), "the alleged means-plus-function
claim element must not recite a definite structure which per-
forms the described function." a result typically achieved by
"using only the words 'means for' followed by a recitation of
the function performed."" The court, however, overstepped
the Greenberg presumption in finding that the term "means"
alone does not automatically trigger § 112(6). The court
believed that the limitation described the "structure support-
ing the tearing function" (perforations) as well as it location
and extent.' Such detailed recitation of structure, the court
reasoned. "cannot meet the requirements of the statute," and
the "perfunctory addition of the word 'means' did nothing to
diminish the precise structural character of this element," and
certainly did not transform the element into a "means-plus-
function" element." Thus, the majority held that "perforation
means f o r  tearing" simply meant "perforations." which
had a straightforward structural definition.

In Cole. "means" coupled with function, in apparent satis-
faction of the statute, turned out not to mean means.

Can No  "Means" Mean Means?
A practitioner reading Greenberg, York. and Cole in 1996
would be understandably disenchanted with the means-plus-
function formulation and functional language generally,
particularly in light of Greenberg's recognition that generic
nouns could perhaps avoid the confused judicial spiderweb
altogether. But moving now into the present decade, the issues
have not disappeared even with the decrease in overt means-
plus-function claims in issued patents. Even claims clearly
intended to avoid § 112(6) still find themselves entangled. Pat-
ent drafters reading the case law might recall the poem "To a
Mouse" by Robert Bums'  and remind ourselves that forward,
though we cannot see, we guess and fear! The following case is
illustrative of the consequences of faulty vision.

In its 2014 decision in Robert Bosch, LLC v Snap-On Inc..
the Federal Circuit considered whether certain claim elements
("program recognition device" and "program loading device")
should be interpreted as means-plus-function terms under 35
U.S.C. § 112(6), notwithstanding the absence of the word
"means" in these elements.Y' In finding that the elements were
indeed properly interpreted as "means-plus-function" claims, the
lack of corresponding structure for the means in the specification
doomed the claims as indefinite under 35 U.S.C. § I I  2(2)•37

Robert Bosch LLC asserted a patent against defendants
Snap-On and Drew Technologies in the U.S. District Court
for the Eastern District of Michigan. T h e  patent concerned
an automotive diagnostic testing device that evaluates a
vehicle's onboard engine control computer. The device, as
claimed, includes a "program recognition device" and a "pro-
gram loading device." Although the specification described
the functions performed by these devices in detail. it other-
wise completely lacked detail regarding their structure. The
issued patent had only three pages and no figures, with the
"detailed description" taking a total o f  about a half page.

The Federal Circuit began its analysis by noting that the
word "device" is a nonstructural "nonce word," that is to say,
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a word essentially lacking any definite meaning." The other
terms of the claim, the court noted. V‘ ere entirely functional.
and the specification did -not contain a single reference n the
structure" of the devices.4' The court then found that becat;,e
the claims lacked sufficiently definite structure. they fell
within the reach of § 1 1'2(6).4'

Having determined that the "program recognition device" arid
"program loading device" were to be interpreted under § I I  2((-,i,
the court then undertook to identify structure in the specification
that performed the claimed functions. This part of the analysis
was rather straightforward because, as already mentioned, there
was no structure to be found in the specification.

Robert Bosch shows that claims containing only functional
descriptions are vulnerable to interpretation under 35 U.S.C.
§ 112(6). now 35 U.S.C. *  11 2 a  Without corresponding
structural details for performing any claimed functions, start-
ing with how components interconnect and interact, and
ending with specific structural details about each component.
the claims could be found fatally indefinite.

A New Standard?
Shortly after Robert Bosch in November 2014, the Federal
Circuit decided Williamson v. Citrix Online, LLC. "  The panel
decision overturned a district court claim construction that
treated the term "distributed learning control module" as a
means-plus-function expression under 35 U.S.C. § 112(6).
The patent in suit described methods and systems for distrib-
uted or distance learning, enabling presenters to connect to
audiences via virtual classrooms. The patent owner conceded
that the district court's construction rendered the relevant
claims invalid as indefinite, and stipulated to final judgment.
followed by an appeal.

On appeal. the Federal Circuit held, in line with precedent
existing since 2004, that because "distributed learning con-
trol module" did not use the word "means," there existed a
strong rebuttable presumption that 35 U.S.C. § 112(6) did not
apply. To rebut the presumption_ "it must be demonstrated
that 'skilled artisans, after reading the patent, would conclude
that [the] claim limitation is so devoid of structure that the
drafter constructively engaged in means-plus-function claim-
ing.'"43 In this case, the court found that the word "module"
was not the equivalent of "means," because "module" is a
structural term, and that the district court did not consider and
give weight to the language of  the entire claim.

Accordingly, the Federal Circuit vacated the district
court's entry of final judgment against Williamson and
remanded the case to the district court. On June 16, 2015.
the Federal Circuit withdrew its opinion and substituted a
new one including an en bane section (part 11.C.1.) address-
ing the means-plus-function issue. The en banc court reversed
the precedent creating a "strong" presumption based on the
presence or absence of the word "means." Instead, the court
held that the standard is "whether the words of the claim are
understood by persons of ordinary skill in the art to have a
sufficiently definite meaning as the name for structure.'

As before, if the claim language does not meet the standard.
§ 112(6) (now § 112(f) applies. Whereas previously the analy-
sis appeared almost strictly literal, precedent such as Greenberg



nevertheless included the notion that the claims were to be ana-
lyzed by how they were understood by one of skill in the art. The
new standard removes the strong presumption and loosens the
tethers of the means-plus-function analysis from the absence of
the word "means," and relies only on the person of skill in the art's
understanding by a preponderance of the evidence.

The Federal Circuit decision, authored by Judge Richard Linn,
is not coy about the court's motivation for its reversal of precedent.

Our consideration of this case has led us to conclude that such
a heightened burden is unjustified and that we should abandon
characterizing as "strong- the presumption that a limitation
lacking the word "means- is not subject to * 112, para. 6.
That characterization is unwarranted, is uncertain in mean-
ing and application, and has the inappropriate practical effect
of placing a thumb on what should otherwise be a balanced
analytical scale. It has shifted the balance struck by Congress
in passing * 112, para. 6 and has resulted in a proliferation
of functional claiming untethered to * 112, para. 6 and free
of the strictures set forth in the statute. Henceforth, we will
apply the presumption w i t h o u t  requiring any heightened
evidentiary showing and expressly overrule the character-
ization of that presumption as "strong." We also overrule the
strict requirement of "a showing that the limitation essentially
is devoid of anything that can be construed as structure.'

The implications of this decision will be felt for many
years to come in patent litigation if Judge  Linn is correct that
there has been a "proliferation of functional claiming unteth-
ered to * 112, para. 6 and free of the strictures set forth in the
statute." The question to be answered is at what point in the
intersection of functional and structural language the scale
tips toward language invoking * I I2's means-plus-function
section. Revisiting the language of * 112(6) (now * 112(f)),
with the strictures referred to by Judge Linn in italics:

An element in a claim for a combination may be expressed
as a means or step for performing a specified function with-
out the recital of structure, material, or acts in support thereof,
and such claim shall be consinted to cover the corresponding
structure, material, or acts described in the specification and
equivalents thereof.

Squarely in the crosshairs of the new paradigm" are recita-
tions that do not use the word "means" but instead use "nonce"
words, such as "module" in Williamson Or "device" in Robert
Bosch. It is difficult to ignore the fact that the technology in the
Williamson case is software, and the courts objection to "black
box- claim elements will likely be hit hardest in the software
and electronics classes. Modern electronic structures are often-
times quite secondary to their software coding for functionality.
and even exacting disclosure of the structure of an electronic
component performing a function, such as a "processor." may
not satisfy a court or a patent examiner that adequate structure
has been disclosed. The term "processor" could indeed in some
situations be a "nonce" word.

Once * 112 is invoked, the court must determine if
the structure disclosed in the specification qualifies as

"corresponding structure"--1.e., if the intrinsic evidence
clearly links or associates that structure to the function
recited in the claim." Even if the specification discloses cor-
responding structure, the disclosure must be of "adequate"
corresponding structure to achieve the claimed function.'

The impact of the Robert Bosch and Williamson decisions
Will place the burden on patent drafters, but in a less predict-
able way than might be hoped for. As Judge Pauline Newman
noted in her dissent in Williamson, invoking means-plus-
function treatment of a claim limitation used to be under the
control of the patent draftsperson, resident in the choice to
use the term "means for" or not. Moving forward. under 35

* I 12(b) and (f), "if a person of ordinary skill in the
art would be unable to recognize the structure in the specifi-
cation and associate it with the corresponding function in the
claim, a means-plus-function clause is indefinite"

If means-plus-function treatment is not desired, then spe-
cific structural claiming is required to support a functional
recitation in the body of the claim. Further, to safeguard
against invalidity due to indefiniteness in the event means-
plus-function is invoked by a court, then the specification
should also contain detailed structural disclosure, clearly
linked to the functions recited in the claims. For patents
granted with claims using functional language unsupported
by detailed specifications, the consequences of falling under
* 112(6) (now * 112(f)) are charted by the patentee in this
case—death by indefiniteness for lack of definite structure.

Conclusion
The 175-year-old red thread that runs through the func-
tional language jurisprudential journey since Justice Story's
opinion in Meth through Judge Linn's en banc Williamson
opinion is that functional language depends on the scope of
the disclosure, whether we couch this requirement in the lan-
guage of definiteness, written description, or preemption.
Functional language cannot, through semantic prowess or
accident, result in protection for subject matter that was not in
fact invented. If one invents wings of wax, one cannot claim
flight to the sun except at his or her own peril. In Wyeth, the
patentee disclosed a horse-powered apparatus. and claimed
cutting ice by all nonhuman means. In Halliburton, the paten-
tee disclosed an acoustic resonator, but attempted to cover all
means of amplification. In Greenberg. the patentee disclosed
a ball-in-cup detent, but attempted to cover a ball-in-groove.
In Cole. the patentee disclosed perforations, but attempted
to cover bonded seams. In Robert Bosch and Williamson, the
patentees disclosed no structure at all to support the claimed
function. In each of these cases, the judicially identified
problem resided in the end with two ingredients under the
control of the patentee: first, the adequacy of the disclosure:
and second, the decision to accuse infringement. A perceived
imbalance resulting from too little of the first ingredient and
too much aggressiveness in the second resulted in each of
these cases in a patentee loss.

In conclusion, practitioners might contemplate two quotes,
one from Judge Rich and the other from David Byrne. Judge
Rich wrote "The specification is. thus, the primary basis for
construing the claim."' Mr. Byrne, "same as it ever was."' •
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